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DETAILED ACTION 



1. Applicant's affirmed election of Group I invention, claims 1-10, 15, is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). Therefore, in view of lack of traversal to 
restriction requirement set forth from Response to Restriction Requirement, the 
restriction set forth by the examiner is deemed proper and is therefore made Final. 

2. In view of the amendment filed January 1 1 , 2007, the rejection of claims 1-6, 8- 
10, 15 under 35 U.S.C. 102(b) as being anticipated by Saito (US 6,387,292), is 
withdrawn. 



Claim Rejections - 35 USC §112 



3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 



The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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4. Claims 2-10, 15 are rejected under 35 U.S.C. 112. second paragrapli, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 (line 1). the recitation "aqueous" is considered indefinite because it is an 
adjective without a noun following the recitation. What is it? 

Claims 2-10, 15 recite the limitation "dispersion" in line 1 in each of the claims. 
There is insufficient antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 103 



5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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6. Claims 1-6, 8-10, 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Saito (US 6,387,292). 

Saito (col. 3, line 57; abstract) disclose a process of preparing an anti-soil 
composition in the form of an aqueous dispersion comprising a fluoroalky group- 
containing monomer with a polymerizable monomer free of fluorine atoms, and 
polypropylene glycol having an average molecular weight of not more than 1 ,000. Saito 
(col. 2, line 12-13) disclose a Ci2-fluoroalky group containing monomer. Saito (col. 3, 
line10-20) disclose a list of polymerizable monomers that include cyclohexyl 
(meth)acrylate, benzyl (meth)acrylate, stearyl (meth)acrylate, acrylamide. The disclosed 
stearyl (meth)acrylate of Saito (col. 3, line 10-20 generically includes stearyl acrylate in 
view of claim 2 of Saito, where a (meth)acrylate ester also includes an acrylate ester. 
Saito clearly indicate using a polymerization initiator (col. 4, line 67), and surfactants 
(col. 5, line 65 to col. 6, line 7). Saito (col. 4, example 1) disclose a formulation 
comprising at least 10 wt% of polyfluoroalkyi groups. Saito et al. (col. 6, line 8-12) 
describe the process of preparing an aqueous dispersion comprising water. 

Just as argued, the difference between the invention of claims 1-6, 8-10, 15 and 
Saito is that the process of Saito prepares the polymers before the emulsification step 
with water while the invention of claims 1-6, 8-10, 15 involves adding water first. 
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However, since Saito discloses all the critical steps as claimed, but in different 
order, and since, the mixing the order of the processing steps would not affect the 
outcome of obtaining an aqueous dispersion, the examiner has a reasonable basis that 
the differences in processing steps are considered obvious, In re Burhans, 154 F.2d 
690, 69 USPQ 330 (CCPA 1946) (selection of any order of performing process steps is 
prima facie obvious in the absence of new or unexpected results); In re Gibson. 39 F.2d 
975, 5 USPQ 230 (CCPA 1930) (Selection of any order of mixing ingredients is prima 
facie obvious.), the rearrangement of steps in a disclosed invention is considered 
obvious. 

7. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Saito (US 
6,387,292) in view of Fitzgerald (US 6,180,740). 

Set forth from paragraph 6 of instant office action, the process of claim 7 is very 
similar to the process of Saito. 

The difference between the invention of Saito and claim 7 is that Saito is silent on 
a process that uses a polyethylene oxide-based nonionic surfactant or a cationic 
surfactant. 

However, in view of substantially identical endeavor of Fitzgeral (abstract) and 
Saito (col. 1, line 16) in developing an oil-repellent composition, motivated by the 
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expectation of success of developing an oil-repellent composition, it would have been 
obvious to one of ordinary skill in art to incorporate the non-ionic surfactants teachings 
of Fitzgerald into the composition teachings of Saito to obtain the invention of claim 7. 

Applicants must recognize that Fitzgerald (col. 6, line 18-48) clearly indicates that 
cationic, anionic, and non-ionic surfactants are equally valuable and compatible to each 
other in the fomnulation of an oil-repellent composition without any negative effect. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William K. Cheung whose telephone number is (571 ) 
272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM: 4:00PM to 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David WU can be reached on (571 ) 272-1 1 14. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Infomnation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative. or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000, 
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